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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

2. Claims 10,11, 12-16 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

3. Claim 10 recites the step of transmitting an instruction to 
a transfer agent.. to covert physical restricted securities into 
an electronic format. However, this step does not functionally 
relate to any process step of parent claim 1 and therefore the 
scope of the claim cannot be positively ascertained. This 
analysis also applies to dependent claim 11. 

4. claims 12 and 16 recite limitation * receive a legal opinion 
document related to the trade" . It is unclear as to the 
relationship of this limitation to the step of receiving 

* electronic authorization" and/or the * transmit" step. Dependent 
claims inherit same weakness. 
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Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language . 

6. Claims 1-5, 9-18 and 22-23 are rejected under 35 

U.S.C. 102(e) as being clearly anticipated by Shields et al . (US 
2002/0042771) (Shields) . 

Note numbers shown in [] brackets are paragraph numbers 
referred to in the cited reference. 



As per claim 1 Shields discloses a computer-implemented 
method for processing restricted securities trades via a 
communications network, the method comprising: 

receiving data relating to restrictions associated with the 
trade of a security; 
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[0097] ..various types of RSA plans that can be accessed by the participant 
employees via the Internet or an IVR system and [0098] and [0098] .. restricted 
stock grant information 

receiving electronic verification that the data is correct; 
automatically generating documentation supportive of the 
trade; and 

receiving an electronic signature to execute the generated 
documents . 

[0014] ..a check and journal process associated with a system for administering at 
least one employee stock plan. The system includes a computer-implemented finance 
system for processing a transaction pursuant to the employee stock plan including a 
volatile data storage for storing participant information pursuant to a data transfer from 
a nonvolatile database of a third party administration system; and an interface 
system for interacting with participants regarding requested transactions.. 
[0086] interface system 38 provides the participant 10 the option to request an 
authorization form 160, e.g., by providing telephone touch key selections or, 
as shown in FIG. 5 for a web-based system, presenting selectable hypertext 
links on a display that allow the participant to complete and submit the form 
online, and capture an online signature. 

Claim 2: wherein the trade comprises a simple restricted 

sale. 

See [0014] a transaction pursuant to the employee stock 
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Claim 3: additionally comprising the step of transmitting 
an instruction to execute the trade. 

[0063] Trading system 12 accepts participant orders from finance system 4 and 
immediately forwards these to an exchange 28 for execution. 

Claim 4: The method of claim 3 additionally comprising 
forwarding trade information to a clearing house. 

See claim 3 analysis an exchange also performs settlement of trades i.e. clearing 

Claim 5: The method of claim 1 wherein the data relating to 
the restrictions comprises a checklist of questions related to 
restrictions . 

See [0086] ..authorization form 160. 

Claim 9. The method of claim 1 additionally comprising the 
step of receiving edits to the generated documentation. 

[008 6] presenting selectable hypertext links on a display that allow the participant to 
complete and submit the form online, and capture an online signature. FIG. 5 is a 
display of a web-based interface system illustrating an authorization form request 
window. 

Per Claim 12 Shields discloses a computer system for 
facilitating trading of a restricted security, the system 
comprising: 

a computer server accessible wllll a network access device 
via a communication network; 



Application/Control Number: 09/751,721 
Art Unit: 3624 



Page 6 



[0050] FIG. 1 illustrates an employee stock plan system 2. Stock plan system 2 
comprises a finance system 4, a communication system 8 that connects a participant 
10 to finance system 4 and a trading system 12 for the trading of individual 
transactions on a public exchange 28. [0054] Communication system 8 provides a 
means by which a participant 10 interacts with finance system 4. Communication 
system 8 may be provided in the form of a telephonic communication, the Internet, or 
through an Intranet interface, e.g., operated by employees of the financial services 
organization that runs the finance system 4. ) 

and 

executable software stored on the server and executable on 
demand, the software operative with the server to cause the 
system to: 

transmit data relating to a restricted securities trade; 
(see claim 1 analysis) 

receive a legal opinion document related to the trade; 
[0066] In accordance with the invention, "participant information" may pertain 
to client employer-related participant-specific information., proceeds distribution 
instructions, tax payment instructions, and whether or not the participant is considered 
an insider pursuant to the New York Stock Exchange constitution and rules and/or 
Securities and Exchange Commission (SEC) code. 

receive electronic authorization to proceed with the trade; 

and 
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transmit a command to execute trade, 
(see claim 1 analysis) 

Claim 13. The computer communications system of claim 12 
wherein the network access device comprises a computer. 

(refer to [0050] FIG. 1 illustrates an employee stock plan system 2. Stock plan system 
2 comprises a finance system 4, a communication system 8 that connects a 
participant 10 to finance system 4 and a trading system 12 for the trading of 
individual transactions on a public exchange 28) 

Claim 14. The computer communications system of claim 12 
wherein the computer communication network conforms to the 
transmission control protocol/internet protocol. 

,[10] The communication system comprises conventional access technology such 
as an interactive voice response system (i.e., telephone interface), or an Internet or 
intranet interface. 

Claim 15. The computer communications system of claim 12 
wherein the communication network comprises an intranet. 

[10] The communication system comprises conventional access technology such 
as an interactive voice response system (i.e., telephone interface), or an Internet or 
intranet interface. 
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Per Claim 16 Shields discloses a Computer executable 
program code residing on a. computer-readable medium, the program 
code comprising instructions for causing the computer to: 

transmit data relating to a restricted securities trade; 

receive a Legal Opinion related to the trade; 

receive electronic authorization to proceed with the trade; 

and 

transmit a command to execute trade, 
(all limitations have been analyzed per claim 12.) 

Claim 17. Per claim 17 Shields discloses a method of 
interacting with a network access device (Finance System 4, 
Figure l)in order to complete an online transaction, the method 
comprising the steps of: - 

initiating interaction with a host computer via a 
communications network; 

transmitting data related to a trade involving a restricted 
security; 

([0050] FIG. 1 illustrates an employee stock plan system 2. Stock plan system 2 
comprises a finance system 4, a communication system 8 that connects a 
participant 10 to finance system 4 and a trading system 12 for the trading of 
individual transactions on a public exchange 28.) 
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receiving documentation related to the trade of the 
restricted security; and 

transmitting electronic authorization to conduct the trade. 

[0014] ..a check and journal process associated with a system for administering 
at least one employee stock plan. The system includes a computer-implemented 
finance system for processing a transaction pursuant to the employee stock plan 
including a volatile data storage for storing participant information pursuant to a data 
transfer from a nonvolatile database of a third party administration system; and an 
interface system for interacting with participants regarding requested transactions.. 
[0086] interface system 38 provides the participant 10 the option to request an 
authorization form 160, e.g., by providing telephone touch key selections or, 
as shown in FIG. 5 for a web-based system, presenting selectable hypertext 
links on a display that allow the participant to complete and submit the form 
online, and capture an online signature. 

Claim 18. The method of claim 17 additionally comprising 
the step of viewing a data stream content via a graphical user 
interface. 

(refer to Figure 14 and para [0129] FIG. 14 illustrates an order entry display 370 that is 
presented to participant 10 to collect information for place order function 210 (FIG. 9). ) 
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Per claim 22 Shield teaches a method of interacting with a 
network access device in order to complete an online 
transaction, the method comprising the steps of: 

initiating interaction with a host computer via a 
communications network; 

(refer to Figures 8-13 and related description ) 

transmitting data related to a trade involving a restricted 
security; 

(Fig. 9 and para [01 1 1] for details of transaction of restricted security) 

receiving documentation related to the trade of the 
restricted security; and 

(para [1 16] after cumulative order 208 is transmitted to trading system 12, interface 
system 38 logic allows participant 10 to access confirmation system 44 to 
confirm the order 222, repeat order information 224 or cancel/abort the order 
226) 

transmitting electronic authorization to conduct the trade, 
(see above confirmation of the order) 

Claim 23. A computer data signal as in claim 22 wherein the 
signal generated adheres to the transmission control 
protocol/ Internet protocol. 

(refer to claim 14 analysis) 
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Claim Rejections - 35 USC §103 

1. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



1. The factual inquiries set forth in Graham v. John Deere 
Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art. 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

2. Claims 6-8, 19-21 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Shields et al. (US 2002/0042771) 
(hereafter Shields) and further in view of existing business 
practices . 

Claims 6-8: Shields fails to expressly teach that the 



generated documentation comprises a legal opinion, a broker's 
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letter, and a seller 1 s letter. However, it is noted that the 

type of generated documentation (supportive of the trade) or the 

nature of the documentation does not functionally relate to the 

method steps receiving data, receiving electronic verification, 

automatically generating documentation and receiving signature 

because these steps are performed regardless of the nature of 

the documents being generated. 

It would have been obvious to one of ordinary skill in the 
art at the time of invention to modify Shields to generate any 
type of documentation supportive of the trade because the 
subjective nature of the document does not functionally relate 
to the steps in the method claimed and because the subjective 
interpretation of the generated documents does not patentably 
distinguish the claimed invention. 

Claims 19-21 are also analyzed in similar manner. 

Conclusion 

The prior art made of record and not relied upon is 
considered pertinent to applicants disclosure. 

Any inquiry concerning this communication or earlier 

communications from the examiner should be directed to JAGDISH 

PAT EL whose telephone number is (703)30.8-7837. The examiner can 

normally be reached on 800AM-600PM M-Th. 

If attempts to reach the examiner by telephone are 

unsuccessful, the examiner's supervisor, Vincent Millin can be 

reached on (703)308-1065. The fax phone number for the 
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organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 




(Primary Examiner, AU 3 624) 



12/9/04 



